
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark OfHce 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/035,597 



10/18/2001 



20985 7590 09/09/2005 

FISH & RICHARDSON, PC 
12390 EL CAMINO REAL 
SAN DIEGO, CA 92130-2081 



Martin Lyons 



13625/002001/107809 



2866 



EXAMINER 



BROCKETTI, JULIE K 



ART UNIT 



PAPER NUMBER 



3713 

DATE MAILED: 09/09/2005 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 


Application No. 

10/035,597 


Appiicant(s) 

LYONS. MARTIN 


examiner 
Julie K. Brocketti 


Art Unit 

3713 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS. 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this conrununication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)13 Responsive to communication(s) filed on 11 May 2005 , 
2a)n This action is FINAL. 2b)^ This action is non-final. 

3) 0 Since this application is in condition for allowance except for fonmal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Clainns 

4) 13 Claim(s) 1-17 Is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) M Claim(s) 1-17 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)^ The drawing(s) filed on 18 October 2001 is/are: a)n accepted or b)l3 objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet{s) including the correction is required if the drawing{s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)13 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f). 
a)S All b)n Some * c)^ None of: 

1 .13 Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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2) n Notice of Draflsperson's Patent Drawing Review (PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No{s)/Mail Date . 
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DETAILED ACTION 



Continued ExaminaUon Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the 
fee set forth in 37 CFR 1. 17(e), was filed in this application after final rejection. 
Since this application is eligible for continued examination under 37 CFR 
1.114, and the fee set forth in 37 CFR 1. 17(e) has been timely paid, the finality 
of the previous Office action has been withdrawn pursuant to 37 CFR 1.1 14. 
Applicant's submission filed on May 11, 2005 has been entered. 



Drawings 

The drawings are objected to under 37 CFR 1.83(a), 1.84(n) and L84(o). 
L83(a) states: 

The drawing in a nonprovisional application must show every feature of the invention 
specified in the claims. However, conventional features disclosed in the description and 
claims, where their detailed illustration is not essential for a proper understanding of 
the invention, should be illustrated in the drawing in the form of a graphical drawing 
symbol or a labeled representation (e.g., a labeled rectangular box). 

1.84(n) States: 

Symbols. Graphical drawing symbols may be used for conventional elements when 
appropriate. The elements for which such s3mabols and labeled representations are 
used must be adequately identified in the specification. Known devices should be 
illustrated by symbols, which have a universally recognized conventional meaning and 
are generally accepted in the art. Other symbols, which are not universally recognized 
may be used, subject to approval by the Office, if they are not likely to be confused with 
existing conventional symbols and if they are readily identifiable. 



1.84(o) States: 
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Legends, Suitable descriptive legends may be used subject to approval by the Office, or 
may be required by the examiner where necessary for imderstanding of the drawing. 
They should contain as few words as possible. 

The drawings cannot consist solely of boxes and reference numbers. By 
looking at the drawings alone it is unclear as to what the invention 
encompasses. Furthermore, it is burdensome to look at the specification and 
match up the empty boxes with what they represent. To fully understand the 
drawings legends for the different items are required. The boxes must be 
labeled as to what they are and/or redrawn to represent the real shape of the 
object they are intended to represent. For example, items 42 and 48 in Figure 
2 need labels. 

Claim Objections 

Claim 10 is objected to because of the following informalities: the first 
word "of in the last line of the claim needs to be deleted in order to be 
grammatically correct. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and 
process of making and using it, in such full, clear, concise, and exact terms as to enable any 
person skilled in the art to which it pertains, or with which it is most nearly connected, to 
make and use the same and shall set forth the best mode contemplated by the inventor of 
carrying out his invention. 

Claims 1-17 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains 
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subject matter which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the inventor(s), at the 
time the application was filed, had possession of the claimed invention. 

Claims 1,3, 4, 10, 13, 14 and 15 as amended recite "a game round". 
The specification only mentions "a game"* not "a game round*". ""A game round" 
infers that there are multiple parts to a game consisting of "rounds". However, 
the specification does not support this limitation and it is considered new 
matter. 

Claims 1 and 10 as amended recite "...running an initial simulation in an 
invisible manner..." The specification does not state that the initial simulation 
is run in an "invisible manner". The specification is silent on this matter. 
Consequently, this limitation is considered new matter. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and 
distinctly claiming the subject matter which the applicant regards as his invention. 

Claims 1-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

Claim 1 recites the limitation "the simulation means" in the last section 
of the claim. There is insufficient antecedent basis for this limitation in the 
claim. The previous recitation in the claim is to "a simulation system*" not a 
"simulation means". 
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Claim 1 recites the limitation "the game round" in the third line of the 
claim. There is insufficient antecedent basis for this limitation in the claim. 
The previous recitation was to ""a game round displa}^ not merely "a game 
round". 

Claim 16 recites the limitation "the new starting parameters". There is 
insufficient antecedent basis for this limitation in the claim. The previous 
recitation does not state that the starting parameters are "new''. 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 1-9 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. Regarding claim 1 
the preamble recites: ''A gaming machine" and is followed by limitations 
including ""a. simulation system'', "a comparator'' and "an adjustment means". 
The specification describes "a simulation system" as software, that the 
"comparator" is in the processor, and that "an adjustment means" is a mapping 
function. Therefore, all of these limitations are supported in the specification 
by the description of software modules. As such the claimed limitations of "a 
simulation system", "a comparator and "an adjustment means" result in 
claiming a computer program per se. As the program is not embodied in any 
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tangible medium, it does not fall into a statutory category and is thus not 
eligible for patent protection. The Examiner further notes that claims 2-9 
further recite different software modules and add no structure to the gaming 
machine. The Examiner notes that when claiming an apparatus such as "a 
gaming machine" the limitations need to present structural components of the 
invention and not software components. 

Response to Amendment 

It has been noted that claims 1, 3-4 and 8-17 have been amended. 

Response to Arguments 

Applicant's arguments, filed May 11, 2005, with respect to the Okada 
reference have been fully considered and are persuasive. The previous art 
rejection of the claims has been withdrawn. However, based on the amended 
claims new 101 and 1 12 rejections have been made. 

Conclusion 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Julie K. Brocketti whose telephone 
number is 571-272-4432. The examiner can normally be reached on M-Th 
8:00-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Xuan Thai can be reached on 571-272-7147. The fax 
phone number for the organization where this application or proceeding is 
assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct,uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-2 17- 



9197 (toll-free). 




Julie K Brocketti 
Primary Examiner 
Art Unit 3713 



